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Introduction 

On April 1, 2025, changes to the Trademarks Act came into force including the amendment of 

subsection 56 (5). Subsection 56 (5) was amended to eliminate the automatic right to file new 

evidence on an appeal from a decision of the Registrar of Trademarks. It provides that an appeal 

lies to the Federal Court from any decision of the Registrar within two months from the date on 

which notice of the decision was dispatched by the Registrar or within such further time as the 

Court may allow, either before or after the expiration of the two months. 

 

These appeals are governed by Rule 300 (d) of the Federal Courts Rules and the rules which follow 

Rule 300 and proceed through the procedural route of a notice of application to Federal Court 

rather than a notice of appeal.  

 

The profession has been predicting this type of amendment would be coming and has been arguing 

that it is always best to file complete and detailed evidence when filing evidence in a trademark 

opposition or a trademark cancellation proceeding and not rely on the possibility of filing 

additional evidence on appeal. Now it is necessary to obtain leave of the Federal Court to adduce 

evidence on appeal in addition to that which was filed before the Registrar of Trademarks.  

 

The procedure for requesting leave to adduce evidence on appeal in addition to that which was 

filed before the Registrar of Trademarks was not provided nor was the test for obtaining leave. The 

Federal Court has recently produced some guidelines on when to request leave. Because of the 

lack of details on these points in the legislation amending the Trademarks Act, it seems likely that 

the procedure and test for new evidence will be enhanced as cases involving the new section 

proceed to Federal Court. 
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Three cases recently have been decided by the Federal Court which discuss the test for obtaining 

leave in these circumstances which are discussed below. Since the test is developing, there does 

appear to be room for enhancing the test for obtaining leave. 

 

It is submitted that the resulting test initially enunciated in Products Unlimited, Inc. v. Five Seasons 

Comfort Limited discussed below requires too high a threshold for granting leave and that the only 

factors for determining whether to grant leave should be: 1. the materiality of the new evidence on 

its face i.e. before any cross-examination has occurred, and 2. the circumstances surrounding the 

delay in filing the evidence, particularly with regard to the principle that litigants must put their 

best foot forward when first called upon to do so. 

 

Review of subsection 56 (5) of the Trademarks Act 

The former and current subsection 56 (5) are as follows: 

Former Enactment New Enactment  

 

56 (5) On an appeal under 

subsection (1), evidence in 

addition to that adduced before 

the Registrar may be adduced and 

the Federal Court may exercise 

any discretion vested in the 

Registrar. 

 

56 (5) If, on an appeal under 

subsection (1), the Federal Court 

grants leave to adduce evidence 

in addition to that adduced before 

the Registrar, the Court may 

exercise, with respect to that 

additional evidence, any 

discretion vested in the Registrar. 

 

In an appeal pursuant to subsection 56 (1) of the Trademarks Act, the Federal Court acts as a court 

of first instance for the purpose of considering whether newly filed evidence is material and, if so, 

proceeds with a de novo review of the issues relevant to that material evidence.1 In order to be 

material, new evidence must be filed that is “sufficiently substantial and significant” and 

 
1 Clorox Company of Canada, Ltd. v. Chloretec S.E.C. 2020 FCA 76 
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of “probative value”; evidence that merely supplements or repeats existing evidence will not 

surpass this threshold to commence a de novo review.2 

 

Applications and the Federal Courts Rules regarding Leave  

While subsection 56 (5) refers to an appeal, procedurally the matter proceeds as an application 

pursuant to Rule 300 (d) of the Federal Courts Rules. Associate Judge T. Horne provided an 

overview of applications in C-Tow Marine Assistance Ltd. v. Sea Tow Services International, Inc.,3 

wherein he stated: 

 

 

Unlike an action, an application is heard on a paper record (Rules 309 and 310); there are 

no live witnesses at the hearing. This can be material in the event credibility is an issue, 

because the judge does not have the ability to see a witness give evidence. 

 

Applications are designed to be expeditious proceedings. Interlocutory motions are 

discouraged (Rebel News Network Ltd v Guilbeault, 2023 FC 121 at para 24). If the 

deadlines in the Rules are followed, an application can be fully adjudicated in less than a 

year. 

 

Federal Courts Rules and Guidelines 

Rule 306 of the Federal Courts Rules provides that an applicant in an application shall serve 

supporting affidavits and documentary exhibits and file proof of service within 30 days after 

issuance of the notice of application. It further provides that even though it is not required to file 

the supporting affidavits and documentary exhibits with the Court at that time, they are deemed to 

be filed when the proof of service is filed in the Registry. There is no mention of the requirement 

to obtain leave. Rule 312 (a) of the Federal Courts Rules provides that a party may file affidavits 

additional to those provided for in Rules 306 and 307 with leave of the Court.4 Since that reference 

to requiring leave is when a party has already filed evidence, that is arguably not applicable in 

assessing the new leave requirement of subsection 56 (5) which occurs at the beginning of an 

application. 

 
2 F.I.A.L. Finanziaria Industrie Alto Lario, S.P.A. v Galperti SRL 2020 FCA 76 
3 2024 FC 101 at paras 33 and 34 
4 Federal Court Rules, SOR/98-106,  Rules 306, 312(a) 
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On July 18, 2025, the Federal Court released “Case and Trial Management Guidelines for Complex 

Proceedings, Proceedings under the PM(NOC) Regulations, and Appeals under Subsection 56 (1) 

of the Trademarks Act”. These guidelines include the requirement that all appeals of decisions 

made pursuant to subsection 56 (1) be accompanied by a letter which identifies the proceeding as 

such and indicates whether the appellant will be seeking leave to adduce new evidence. The letter 

is to request that the proceeding continue as a special managed proceeding and the letter should 

request the appointment of a Case Management Judge. All requests for leave to adduce new 

evidence are to be determined by the Applications Judge. The Guidelines state that the parties are 

to submit a joint request for the timing and manner for determination of the leave request.  

 

Products Unlimited, Inc. v. Five Seasons Comfort Limited5 

 

This is the first of the recent cases of Federal Court discussing the test for leave to file additional 

evidence on an appeal pursuant to subsection 56 (1). It is submitted that the test as recently 

enunciated should be examined further with a more detailed consideration of the policy behind 

applications as referenced in C-Tow Marine Assistance Ltd. v. Sea Tow Services International, 

Inc. 

 

This case was a decision of Justice McHaffie of the Federal Court on January 14, 2026, relating to 

an appeal from a decision of the Trademarks Opposition Board (as delegated from the Registrar 

of Trademarks) which refused the trademark application by Products Unlimited, Inc. for 

registration of the trademark Filter Design which was a pattern of diamond-shaped apertures on 

the surface of an air filter.  

 

While the respondent, Five Seasons Comfort Limited, was successful in opposing the trademark 

application, it did not participate in the appeal. Because of the timing of the proceeding, Products 

Unlimited, Inc. sought leave to adduce an additional affidavit at the hearing of the appeal rather 

than prior to it. 

 

 
5 2026 FC 48 
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Justice McHaffie referred to the Supreme Court of Canada case of Palmer v The Queen6. That case 

is often referenced for the test for filing new evidence on appeal, that is, a four-part test to the 

admission of new evidence: 

(1) The evidence should generally not be admitted if, by due 

diligence, it could have been adduced at trial provided that this 

general principle will not be applied as strictly in a criminal case as 

in civil cases […]. 

(2) The evidence must be relevant in the sense that it bears upon a 

decisive or potentially decisive issue in the trial. 

(3) The evidence must be credible in the sense that it is reasonably 

capable of belief, and 

(4) It must be such that if believed it could reasonably, when taken 

with the other evidence adduced at trial, be expected to have 

affected the result.7 

In developing the test in these particular circumstances, Justice McHaffie stated that the test in 

Palmer should not be automatically applied as the particular legislative context must be considered 

in assessing the application of Palmer.8 Palmer involved an appeal by two individuals with the 

surname Palmer against the refusal of the British Columbia Court of Appeal to admit fresh 

evidence in the appeal against their criminal convictions in the Supreme Court of British Columbia. 

That fact situation is obviously very different than an appeal pursuant to subsection 56 (1) of the 

Trademarks Act which involves an appeal from the Registrar of Trademarks in an administrative 

dispute process, not a Court, does not involve viva voce evidence, and which appeal proceeds by 

way of an application. While Justice McHaffie recognized a distinction, it appears the significance 

of the distinction was not argued before Justice McHaffie likely due to the fact that Five Seasons 

Comfort Limited did not participate in the appeal. 

Justice McHaffie also referenced the Explanatory Note accompanying the Order in Council that 

brought into force the amended subsection 56(5). At paragraphs 25 and 28, he noted: 

 

 
6 [1980] 1 SCR 759 
7 2026 FC 48 at para 16 
8 At para 22 
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The Explanatory Note makes the following observation with respect to the 

amendment of subsection 56(5): 

 

[The provisions] also remove the guaranteed ability to file additional evidence on 

appeal to the Federal Court from any decision of the Registrar, a change that is also 

balanced with the introduction of the ability for parties to obtain a confidentiality 

order from the Registrar when they file commercially sensitive or personal 

information in evidence before the Board. With the availability of confidentiality 

orders, parties may be less inclined to withhold relevant evidence which includes 

sensitive or economically valuable information, which will prevent “dual 

litigation” that is both inefficient and potentially abusive, particularly to small or 

medium-sized enterprises (SMEs). 

[Emphasis added; Explanatory Note at p 890.] 

… 

The foregoing discussion, and in particular the specific language of subsection 

56(5) reflecting Parliament’s institutional design choices, points to a more flexible 

approach to the leave requirement than the strict application of the Palmer test. At 

the same time, the principles underlying Palmer and Barendregt, including the 

interests of justice and the importance of finality, order, and efficiency, apply 

equally to trademark litigation. 

 

 

The differences between an application and an action as noted in C-Tow Marine Assistance Ltd. v. 

Sea Tow Services International, Inc. are not discussed in detail. 

 

The Test for Leave to file Additional Evidence 

 

It was commendable for Justice McHaffie to state a test for determining when leave to file 

additional evidence in these types of proceedings should be granted without the benefit of both 

parties providing submissions on such a test.  Justice McHaffie provided the following for 

assessing a request to file additional evidence on appeal pursuant to subsection 56 (5) of the 

Trademarks Act: 

I therefore conclude that I should adopt an approach to determining leave under 

subsection 56(5) that is ultimately directed at the interests of justice, and considers 

all relevant factors applicable in the circumstances, including: 

The relevance, credibility, and admissibility of the evidence. As described in the 

second and third elements of the Palmer test, there is little point in the Court 
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granting leave to file evidence that is unreliable, not credible, or irrelevant to the 

issues in dispute: Barendregt at para 45. Similarly, any evidence filed in this Court, 

including additional evidence on appeal, must meet the threshold requirement of 

admissibility. This may go without saying, but it is worth specifying given the 

admissibility issues that can arise regarding certain evidence in trademark matters, 

notably survey evidence (issues that intersect with the question of 

relevance): Mattel, Inc v 3894207 Canada Inc, 2006 SCC 22 at paras 42-

50; Clorox at paras 25–31. 

The materiality of the evidence. Under the former subsection 56(5), the materiality 

of evidence filed—whether it was sufficiently substantial and significant that it 

could have materially affected the Registrar’s finding—affected the applicable 

standard of review: Clorox at paras 19, 21; Seara Alimentos Ltda v Amira 

Enterprises Inc, 2019 FCA 63 at para 25. This question is now also relevant to 

whether leave should be granted, since it will be a rare case, if ever, that the 

interests of justice will warrant the admission of new evidence on appeal that could 

have no impact on the outcome. Assessing leave, however, remains a distinct 

exercise from determining the merits of the appeal. At the leave stage, the 

question remains whether the new evidence could have a bearing on a finding 

of the Registrar: Seara at paras 23–26. This element parallels the fourth criterion 

of the Palmer test. It similarly parallels the requirement that evidence will “assist 

the Court,” a factor considered in exercising the Court’s discretion to grant leave to 

file additional evidence pursuant to Rule 312 of the Federal Courts Rules: Forest 

Ethics Advocacy Association v National Energy Board, 2014 FCA 88 at para 6 (b). 

The circumstances surrounding the delay in filing the evidence. Under 

the Palmer test, evidence will only be admitted if it could not, by the exercise of 

due diligence, have been obtained for the trial: Barendregt at paras 29 (i), 36; see 

also Forest Ethics at para 6(a). This rule reflects the important principle that 

litigants must put their best foot forward when first called upon to do so, and 

preserves the distinction between trial and appellate courts: Barendregt at paras 37-

41. This principle is important in trademark proceedings, but merits a more flexible 

application in light of the approach taken by Parliament in subsection 56(5). The 

choice to now require leave to file new evidence indicates Parliament’s intent to 

have the Board decide issues at first instance. However, as discussed above, the 

language of the subsection also signals an intention for greater flexibility in the 

admission of new evidence than is generally afforded in appeals. 

 Thus, the question of whether the evidence could have been put before the Board 

remains an important one, and in some cases may be a determinative factor. 

However, other surrounding circumstances that may explain, for example, why 

evidence was not filed with the Board, may also be relevant. Such circumstances 

will necessarily be fact-specific and cannot be exhaustively enumerated. However, 

it is worth highlighting that, for a period of time after the amendment of subsection 

56(5), matters will be coming before this Court on appeal that were presented 

to the Board at a time when the former legislation applied, both in respect of 

additional evidence on appeal and in respect of confidentiality orders 

before the Board. While subsection 56(5) applies to these appeals by virtue 
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of the transitional provisions in sections 69.1 and 70 of the Trademarks Act, this 

may be a relevant factor for consideration, as it is in this case. 

Prejudice to the opposing party. This is a factor considered in granting leave 

to file further evidence pursuant to Rule 312, and one that appears equally 

relevant in considering whether leave should be granted under subsection 

56(5): Forest Ethics at para 6(c).9 

 

[emphasis in bold added] 

 

It is submitted that the resulting test enunciated, though, requires too high a threshold for granting 

leave. Further, since Justice McHaffie did not receive full arguments relating to a proposed test for 

determining when to grant leave, it is submitted that through the principle of horizontal stare 

decisis10, the proposed test can be further enhanced.  

 

It is submitted that a detailed review of the first, second and fourth points above in the test for 

determining leave are against the general reasoning that applications are to be expeditious. If the 

relevance, credibility and admissibility of the evidence are being assessed, then a detailed review 

is occurring. It is difficult to assess the credibility of the evidence without cross-examination have 

taken place and it is difficult, in any event, since no live witnesses appear. Assessing credibility 

 
9 Para 29 
10 As Justice Kasirer of the Supreme Court of Canada stated at paragraph 73 of R v Sullivan, 2022 

SCC 19: 

Horizontal stare decisis applies to decisions of the same level of court. The 

framework that guides the application of horizontal stare decisis for superior courts 

at first instance is found in Spruce Mills, described by Wilson J. as follows (at 

p. 592): 

. . . I will only go against a judgment of another Judge of this Court if: 

(a) Subsequent decisions have affected the validity of the impugned 

judgment; 

(b) it is demonstrated that some binding authority in case law, or some 

relevant statute was not considered; 

(c) the judgment was unconsidered, a nisi prius judgment given in 

circumstances familiar to all trial Judges, where the exigencies of the trial 

require an immediate decision without opportunity to fully consult 

authority. 

 

 



9 
 

prior to cross-examination would be an analysis on an incomplete record which is obviously best 

to avoid. Assessing credibility after cross-examination makes the leave process almost as detailed 

as the hearing itself, so duplicative efforts will occur which would arguably be against the principle 

stated in Rule 3 of the Federal Courts Rules that the Rules shall be interpreted and applied so as 

to secure the just, most expeditious and least expensive outcome of every proceeding with 

consideration being given to the principle of proportionality. The issue regarding possible 

prejudice to the opposing party will be primarily argument from the parties and contribute little to 

the analysis. 

 

In Products Unlimited, Inc. the delay in Products Unlimited filing the evidence on appeal was due 

to the timing of the former subsection 56 (5) being in force and the fact that the additional evidence 

responded to evidence raised by Five Seasons in reply and in Five Seasons written representations. 

The assessment of whether a party would suffer prejudice would best be made after cross-

examination occurs; if cross-examination is to occur as noted above this makes the leave process 

almost as detailed as the hearing itself, so duplicative efforts will occur. It is submitted that the 

factors of assessing credibility and assessing prejudice complicate the leave process and diverge 

the analysis from the principles that an application is heard on a paper record and is to be 

expeditious.  

 

It is submitted that the resulting test overall requires too high a threshold for granting leave. 

 

Trademark Building Products Inc. v. Window World International, LLC11 and Ecovacs 

Robotics Co., Ltd. v. American Air Filter Company, Inc.12 

 

Both of these cases were decided by Justice Furlanetto.  

 

 

 

 
11 2026 FC 251 
12 2026 FC 329 
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Trademark Building Products Inc. v. Window World International, LLC 

 

This case was in respect of a 56 (1) appeal of a decision of the Registrar of Trademarks in respect 

of a section 45 cancellation proceeding. Justice Furlanetto referenced the test for leave under 

subsection 56 (5) in Products Unlimited, Inc. v. Five Seasons Comfort Limited by setting out the 

test succinctly as: (a) the relevance, credibility, and admissibility of the evidence; (b) the 

materiality of the evidence; (c) the circumstances surrounding the delay in filing the evidence; and 

(d) whether granting leave would cause prejudice to the opposing party13. Justice Furlanetto 

reiterated that at the leave stage the question remains whether the new evidence could have a 

bearing on a finding of the Registrar. Justice Furlanetto also stated that the circumstances 

surrounding the delay in filing evidence is an important factor that may be determinative of the 

question of leave but the weight given to this factor will be fact specific.  

 

Window World International, LLC brought a motion to file new evidence which consisted of three 

new affidavits: two affidavits from Charles Bauer and an affidavit from Aaron Anckner. Since Mr. 

Bauer previously filed an affidavit with the Registrar, the references to the two Bauer affidavits 

were referred to as the Second Bauer Affidavit and the Third Bauer Affidavit. Regarding the 

Second Bauer Affidavit, Justice Furlanetto determined that on his face paragraphs 1 – 5 and Exhibit 

A of the Second Bauer Affidavit were relevant to the Registrar’s decision that stated that at least 

some of the users in Canada registered for the owner’s website during the relevant period. The 

argument by Window World International, LLC was that these paragraphs and exhibit confirm the 

inferences made by the Registrar. The Second Bauer affidavit had attempted to include historical 

data regarding access of Window World International, LLC’s website by Canadians. Justice 

Furlanetto referenced the review of evidence “on its face” and the reason the evidence was not 

filed before the Registrar in stating: 

 

[17] In my view, the merit of the Respondent’s arguments would benefit from cross-

examination. On its face, the evidence is relevant to the Registrar’s inference in paragraph 

41 of the Decision and in view of TBPL’s appeal is sufficiently material to meet the second 

requirement of the leave test. 

 

 
13 At para 8 
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[18] I accept the explanation given by Mr. Bauer as to WW’s technical inaccessibility to 

the data at the time of the section 45 proceedings. As TBPL will have full opportunity 

to cross-examine on this new evidence (Rule 83 of the Federal Courts Rules) and 

considering the flexibility to be provided during this transition period, I consider there to 

be minimal prejudice in admitting paragraphs 1-5 and Exhibit A of the Second Bauer 

Affidavit into the proceeding. 

 

Paragraph 41 of the decision by the Registrar is as follows: 

 It is true that the Owner’s evidence would have greatly benefitted from establishing more 

clearly that customers in Canada availed themselves of the various retail store related 

resources described in detail in the evidence. Nevertheless, the Owner’s evidence shows 

that at least one Canadian user registered for its website during the Relevant Period. The 

Owner also states that “from 2019 to date”, its website had “approximately 200 registered 

users from Canada”. Given the non-negligible overlap between this timeframe and the 

Relevant Period, I am prepared to infer that at least some of these 200 users in Canada 

registered for the Owner’s website during the Relevant Period.14 

 

The conclusion by Justice Furlanetto is interesting since in an appeal pursuant to section 56 of the 

Trademarks Act, in order to be material, new evidence must be filed that is “sufficiently substantial 

and significant” and of “probative value”; evidence that merely supplements or repeats existing 

evidence will not surpass this threshold to commence a de novo review.15 The evidence being 

relevant to the Registrar’s inference was viewed as material rather than supplementary. 

 

As noted at paragraph 18, since Trademark Building Products Inc. will have an opportunity to 

cross-examine on the evidence, Justice Furlanetto determined there was minimal prejudice to 

admitting certain paragraphs and an exhibit of the Second Bauer Affidavit.  

 

Other paragraphs and other exhibits where Mr. Bauer sought to introduce a report that purportedly 

showed website access from Canada were considered in connection with an analysis of the 

Anckner Affidavit. The Anckner Affidavit sought to introduce evidence from a franchisee. The 

Registrar had stated in its decision there was a lack of evidence that any franchisee was willing 

and able to operate in Canada during the relevant period. Justice Furlanetto found at paragraph 26 

that there was no direct evidence in the affidavit from the relevant period indicating that Window 

 
14 2025 TMOB 63 
15 F.I.A.L. Finanziaria Industrie Alto Lario, S.P.A. v Galperti SRL 2020 FCA 76 
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World International was willing and able to perform the services, as there was no mention of the 

services, in this case installation services for replacement windows, in the website information in 

the affidavit. The paragraphs in the Second Bauer Affidavit that were referenced earlier did not 

assist this issue, accordingly, the Anckner Affidavit and paragraphs 6 – 10 and exhibits B and C 

of the Second Bauer Affidavit were not accepted. 

 

The Third Bauer Affidavit sought to address whether there were special circumstances that 

affected the use of the services during the relevant period. Justice Furlanetto indicated that there 

was no explanation given as to why the evidence contained within this affidavit was not provided 

during the section 45 proceedings and that it did not meet the material aspect of the leave test. It 

was subsequently not admitted into evidence. 

 

While not explicitly stated, this case appears to put a nuance on the test for leave. Justice Furlanetto 

references reviewing the additional evidence on appeal “on its face” as to whether it is relevant to 

an issue in the Registrar’s decision. It is submitted that the nuance to the test is justified in view of 

the principle in C-Tow Marine Assistance Ltd. v. Sea Tow Services International, Inc. that 

applications are designed to be expeditious proceedings considering that an application is heard 

on a paper record and there are no live witnesses at the hearing which can be material in the event 

credibility is an issue and should be followed.  

 

Ecovacs Robotics Co., Ltd. v. American Air Filter Company, Inc. 

 

This case was also a 56 (1) appeal of a decision of the Registrar of Trademarks in respect of a 

section 45 cancellation proceeding. In this appeal the appellant asserted that they did not find any 

evidence of use in response to a section 45 notice because they did not receive the notice. The 

appellant requested leave to file new evidence, an affidavit of Xu Chang (the “Chang affidavit”). 

The Respondent took no position on leave and did not cross-examine on the Chang Affidavit. 

Although the reason for not receiving the Notice was unknown, there was no contradictory 

evidence on this point. Leave was granted. Justice Furlanetto stated that the circumstances 

surrounding the delay in filing evidence is an important factor that may be determinative of the 

question of leave and that the weight given to this factor will be fact specific. 
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Conclusion 

 

As noted above, it is submitted that a detailed review of the first, second and fourth points above 

in the test for determining leave stated in Products Unlimited, Inc. v. Five Seasons Comfort Limited 

are against the general reasoning that applications are to be expeditious. If the relevance, credibility 

and admissibility of the evidence are being assessed, then a detailed review is occurring. It is 

difficult to assess the credibility of the evidence without cross-examination have taken place and 

it is difficult, in any event, since no live witnesses appear. That issue is addressed in the nuanced 

approach to review the materiality of the additional evidence on appeal “on its face”. Thus, it is 

submitted that the resulting test initially enunciated in Products Unlimited, Inc. v. Five Seasons 

Comfort Limited requires too high a threshold for granting leave and that the only factors for 

determining whether to grant leave should be: 1. the materiality of the new evidence on its face 

i.e. before any cross-examination has occurred, and 2. the circumstances surrounding the delay in 

filing the evidence, particularly with regard to the principle that litigants must put their best foot 

forward when first called upon to do so. 

 


